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DETAILED ACTION 

1 . This Office Action is responsive to tine amendment filed on 10/24/2008. 

2. Tine objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

Claim Objections 

4. Claim 16 is objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 16 is a multiple 
dependent claim which recites a film comprising at least one layer made from the 
polymer composition of any one of the preceding claims. The examiner notes, however, 
that claims 1, 3, and 4 do not recite a polymer composition; rather these claims recite a 
film comprising at least one layer made from a polymer composition; claim 16 does not 
recite any further limitations regarding these parent claims. The examiner therefore 
suggests amending claim 16 to depend from any one of the preceding claims 5 to 15 . 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 



The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The instant claim depends from claim 1 and recites that 
components "(A) and (B) are each an ethylene homopolymer" (emphasis added). Claim 
1, however, requires that component (A) comprises at least one homogeneously 
branched interpolymer; it is therefore unclear how component (A) can both comprise an 
ethylene interpolymer, as required by claim 1, and be a single ethylene homopolymer, 
as recited by claim 4, at the same time. The examiner further notes that applicant has 
deleted the marker (B) from amended claim 1; thereby rendering the meaning of (B) in 
claim 4 indefinite. 



Claim Rejections - 35 USC § 103 

1 . The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

2. Claims 1, 3, 4, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bailey et al, US4461873, of record. 

3. The amended claims are directed towards a film comprising at least one layer 
made from a polymer composition which comprises a) 35-65% by weight of an ethylene 



Application/Control Number: 10/590,750 Page 4 

Art Unit: 1796 

polymer having a density greater tlian or equal to about 0.94 g/cm^ and a melt index of 
from 0.001-1 g/10 min, and b) 35-65% by weight of an ethylene polymer having a 
density greater than or equal to about 0.94g/cm^ and a melt index from 50-700 g/IOmin. 
Component (a) of the composition comphses at least one homogeneously branched 
interpolymer having a molecular weight distribution from 1 .5-3. 

4. Bailey recites an ethylene polymer film (Column 2, lines 15-19) (claims 1,16) 
comprising a blend of low molecular weight ethylene polymer and a high molecular 
weight ethylene polymer (Column 2, lines 33-41). Said low molecular weight polymer is 
characterized by a density of about 0.945-0.975 g/cm^ and a melt index of 45-300 
(Column 2, Table I), corresponding to component (b) as described above (claim 1). 
Said high molecular weight component is characterized by a density of about 0.930- 
0.955 g/cm^ (Column 2, Table I), a polydispersity index of less than 10 (Column 3, Table 
I) and typically has a weight average molecular weight of 400,000-900,000 (Column 3, 
Table II) (claim 1), corresponding to component (a) described above (claim 1). The high 
and low molecular weight components are blended in a ratio of 40:60-70:30 (Column 4, 
Table III) (claim 1). Both the high and low molecular weight components may be 
homopolymers (Column 2, Table I) (claim 4). Bailey further recites that the high 
molecular weight polymer may be a random copolymer of ethylene and a C4-10 a-olefin 
(claim 1). The examiner therefore takes the position that combination in the claimed 
ratio of two ethylene polymers having the claimed densities would have been obvious to 
one of ordinary skill in the art at the time of the invention, since the choosing of the 
overlapping portion of the range taught in the prior art and the range claimed by the 
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applicant lias been held to be a prima facie case of obviousness, see In re Malagari, 
182 USPQ 549. 

5. Bailey does not recite the melt index of the high molecular weight component; 
however, the examiner takes the position that the high molecular weight component 
would inherently have a melt index range overlapping with the range recited for 
component (a). Harlin et al, US5494965, teaches a blend of ethylene polymers in which 
the second component is required to have an overlapping Mw range of 250,000- 
700,000 (Column 4, lines 27-38). Examples of these polymers are characterized by 
melt indices of 0.9, 0.5, and 0.6 g/10 min (Column 9, Table I). One of ordinary skill 
would therefore recognize that ethylene polymers having a molecular weight from 
400,000-900,000 as taught by Bailey would be characterized by a melt index 
overlapping the values recited for component (a) in the composition of the instant claim 
(claim 1). 

6. Bailey does not disclose the properties of water vapor transmission rate (WVTR) 
as recited in claim 3. However, as discussed above. Bailey renders obvious a film 
prepared from a composition comprising a blend of high and low molecular weight 
ethylene polymers, wherein each ethylene polymer is characterized by properties of 
density, melt index, and polydispersity corresponding to the recited values for the 
components in the instant claim 1. Furthermore, as Bailey teaches that the high and 
low molecular weight components of the blend of US4461873 are combined in a similar 
ratio to the composition described in the instant claim, the examiner takes the position 
that one of ordinary skill in the art would reasonably expect that the film rendered 
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obvious by Bailey would be characterized by the same WVTR properties as the film of 
the instant claims (claim 3). The burden is therefore shifted to the applicant to provide 
factual evidence that the film rendered obvious by Bailey would not have the recited 
property of WVTR. 

7. Claims 5-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moriguchi et al, US4536550. 

The rejection under 35 U.S.C 103(a) stands as per the reasons outlined in the 
previous Office Action. 

Response to Arguments 

8. Applicant's arguments filed 10/24/2008 regarding the rejection of claims 5-16 
over Moriguchi et al, US4536550 have been fully considered but they are not 
persuasive. 

9. Applicant argues that the polymer blend disclosed by Moriguchi is not relevant 
prior art, since the molecular weights of the polymer components of said blend are 
based on intrinsic viscosity measurement and not on GPC data as required by the 
instant claims. Applicant further argues that none of the examples disclose 
compositions in which the molecular weights of the polymer components is outside the 
preferred ranges, and that there is therefore no suggestion to pick polymers having 
molecular weights outside the scope of the preferred ranges in Moriguchi. 
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10. As noted in tine prior Office Action, Moriguclii discloses a polyethylene 
composition comprising 1) polyetliylene (A), which has a molecular weight from 5,000 to 
90,000; thereby rendering obvious a component having a molecular weight within the 
range of 5,000-10,000; 2) polyethylene (B), which has a molecular weight from 50,000 
to 500,000; and 3) polyethylene (C), which has a molecular weight within the range from 
100,000 to 1,500,000; rendering obvious a component having a molecular weight in the 
range of 1,000,000-1,500,000. MPEP § 2144.05 [R-5] states "In the case where the 
claimed ranges "overlap or lie inside ranges disclosed by the prior art" a prima facie 
case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); 
In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). The molecular 
weight ranges of polyethylenes (A) and (C) of Moriguchi overlap the molecular weight 
ranges recited in the instant claims. Furthermore, as noted in the previous Office 
Action, the ratios for combining polyethylenes (A), (B), and (0) disclosed by Moriguchi 
render obvious compositions in which the percentages of (A) and (0) overlap with the 
values recited in the instant claims. 

11. Furthermore, MPEP § 2123 [R-5] states "A reference may be relied upon for all 
that it would have reasonably suggested to one having ordinary skill in the art, including 
nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 
USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). See also > Upsher-Smith 
Labs. V. Pamlab, LLC, 412 F.3d 1319, 1323, 75 USPQ2d 1213, 1215 (Fed. Cir. 
2005)(reference disclosing optional inclusion of a particular component teaches 
compositions that both do and do not contain that component);< Celeritas Technologies 
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Ltd. V. Rockwell International Corp., 150 F.3cl 1354, 1361, 47 USPQ2d 1516, 1522-23 
(Fed. Cir. 1998). The examiner therefore takes the position that it is insufficient to 
merely argue that the claimed molecular weights are not taught by either the preferred 
ranges or examples disclosed by Moriguchi. The examiner therefore maintains that it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to choose the overlapping portions of the molecular weight ranges disclosed by 
Moriguchi and the molecular weight ranges recited in the instant claims. 

12. In response to applicant's argument that Moriguchi is not prior art as the 
molecular weight ranges disclosed by the reference are based on viscosity 
measurements rather than gel permeation chromatography as recited in the claims, the 
examiner notes that the PTO does not have the facilities necessary to prepare the 
polyethylene composition rendered obvious by Moriguchi and perform an analysis via 
gel permeation chromatography. The Office therefore does not have the means to 
determine whether the composition rendered obvious by Moriguchi meets the recited 
limitations. 

13. MPEP § 2112 recites that "[TJhe PTO can require an applicant to prove that the 
prior art products do not necessarily or inherently possess the characteristics of his [or 
her] claimed product. Whether the rejection is based on inherency under 35 U.S.C. 
102, on prima facie obviousness under 35 U.S.C. 103, jointly or alternatively, the burden 
of proof is the same..." as that required with respect to product-by-process claims. In re 
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). The burden is therefore 
shifted to the applicant to provide factual evidence that the composition rendered 



Application/Control Number: 10/590,750 Page 9 

Art Unit: 1796 

obvious by Moriguclii does not sliow tine recited fractions wlien analyzed by gel 
permeation chromatography as recited in the instant claims. 

14. In response to applicant's argument that Moriguchi fails to show certain features 
of applicant's invention, it is noted that the features upon which applicant relies (i.e., 
good processability and water vapor transmission rate) are not recited in the rejected 
claims 5-16. Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The examiner notes that the 
independent claims 5 and 6 merely recite ethylene homopolymer or interpolymer 
compositions characterized by percentage fractions having specified molecular weights; 
neither the independent claims nor the dependent claims discuss processability or 
VWTR. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Lenihan whose telephone number is (571)270- 
5452. The examiner can normally be reached on Monday through Thursday from 7:30- 
5:00 PM, and on alternate Fridays from 7:30-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Irina S. Zemel/ Jeffrey Lenihan 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/JL/ 



